Brief Summary of Precedential Patent Case Decisions During October 2018
By Rick Neifeld, Neifeld IP Law, PC
I. Introduction

This paper contains summary abstracts of what I believe to be the significant new points
of law from the precedential decisions in patent cases this month. Cases captions relating to the
PTAB are in red text. Case captions of extraordinary importance are in blue text.

II. Brief Summary Abstracts and New Points of Law

Bristol-Myers Squibb Company v. Aurobindo Pharma USA Inc., 17-374-LPS and
17-379-LPS (D. Del. 10/18/2018).

This is memorandum opinion by the D. Del. district court. Mylan moved to dismiss or
transfer, alleging improper venue pursuant to 28 USC 1406(a). The district court granted the
motion, and dismissed.

Legal Issue: 28 USC 1400(b), venue statute applicable to a patent infringement civil
action filed pursuant to 35 USC 271(e)(2)(A)("It shall be an act of infringement to submit
.. an [ANDA] ....").

The district court held that 28 USC 1400(b), the patent specific venue statute, was
applicable, and 28 USC 1391, the general venue statute was inapplicable, to ANDA patent
infringement lawsuits.

Legal issue: 28 USC 1400(b), whether the residency of one entity may be imputed to
another for purposes of satisfying 28 USC 1400(b).

The district court held that residency of one entity may be imputed to another for
purposes of satisfying 28 USC 1400(b), but only by a clear and convincing showing of fraud,
injustice, or unfairness.

Yeda Research and Development Co., Ltd. v. Mylan Pharmaceuticals Inc.,
2017-1594, 2017-1595, 2017-1596 (Fed. Cir. 10/12/2018).

This is a decision on appeals from PTAB cases IPR2015-00643; IPR2015-00644;
IPR2015-00830; IPR2015-01976; IPR2015-01980; and IPR2015-01981. The PTAB found
Yeda’s claims obvious. Yeda appealed. The Federal Circuit affirmed.

Legal issue: 35 USC 311(b), whether the PTAB may consider non-prior art
evidence, in considering the knowledge, motivations, and expectations of a PHOSITA.

The Federal Circuit concluded that the PTAB may consider non-prior art evidence, in
considering the knowledge and motivations of a PHOSITA, but may not consider non-prior art
evidence in determining the presence of an expectation of success.

Teva Pharmaceuticals USA, Inc. v. Sandoz Inc., 2017-1575 (Fed. Cir. 10/12/2018).

This is a decision on an appeal from the from the D. Del district court consolidated cases
1:14-cv-01171-GMS; 1:14-cv-01172-GMS; 1:14-cv-01278-GMS; 1:14-cv-01419-GMS;
1:15-cv-00124-GMS; and 1:15-cv-00306-GMS. The district court held all asserted
claims of patents directed to COPAXONE® 40mg/mL (a product marketed for treatment of
patients with relapsing forms of multiple sclerosis), to be invalid for obviousness. Teva appealed.
The Federal Circuit affirmed.

Legal issue: 35 USC 103, obviousness, post-invention evidence establishing




motivations and expectations of a PHOSITA reading the prior art at the time of the
invention.

The Federal Circuit concluded that the district court did not err in relying upon post-
invention documents, as evidence establishing motivations and expectations of a PHOSITA, at
the time of the invention. The GALA reference was publication based upon Teva’s own FDA
Phase III clinical trial, and showed that Teva's FDA submission stated that a “natural next step
[was] to reduce the dosing regimen.”

Data Engine Technologies LL.C v. Google LL.C, 2017-1135 (Fed. Cir. 10/9/2018).

This is a decision on an appeal from the D. Del. district court case 1:14-cv-01115-LPS.
The district court entered judgement on the pleadings that all claims were directed to patent
ineligible subject matter. DET appealed. The Federal Circuit affirmed on some claims, reversed
on other claims, and remanded.

Legal issue: 35 USC 101, patent eligibility, eligibility, at Alice step 1, of
unconventional computer program user interface traceable to a real-world analogy, but
which improves user's efficiency.

The Federal Circuit found that the claim to an unconventional user interface that
improves user efficiency was not abstract (that it was patent eligible subject matter), at Alice,
step 1.

Roche Molecular Systems, Inc. v. Cepheid, 2017-1690 (Fed. Cir. 10/9/2018).

This is a decision on an appeal from the N.D. Cal. district court case 14-cv-03228-EDL.

The district court granted summary judgement that the asserted claims were directed to
patent ineligible subject matter. Roche appealed. The Federal Circuit affirmed.

Legal issue: 35 USC 101, patent eligibility, primer claims corresponding nucleotide
sequences.

The Federal Circuit reiterated that primer claims that "are indistinguishable from their
corresponding nucleotide sequences on the naturally occurring DNA," regardless of whether it is
selectively hybridizable to certain positions of naturally occurring DNA.

In response to arguments, the Federal Circuit noted that the primer claims were patent
ineligible because "Roche’s primers are indistinguishable from their corresponding nucleotide
sequences on the naturally occurring MTB rpoB gene; *** It was undisputed that the primers in
BRCAT1 contain 3-prime ends and 3-prime hydroxyl groups, exactly as Roche’s primers in this
case *** [and t]hus, except for the [specifics of the] nucleotide sequences, the primers before us
are not chemically or structurally different from the primers that we held patent-ineligible in
BRCATI; *** the subject matter eligibility inquiry of primer claims hinges on comparing a
claimed primer to its corresponding DNA segment on the chromosome—not the whole
chromosome," concluding that "A primer that is otherwise patent-ineligible does not gain subject
matter eligibility simply because it can selectively hybridize to a certain position of naturally
occurring DNA, because a primer having an identical nucleotide sequence to naturally occurring
DNA without further chemical modification is a natural phenomenon."

Legal issue: 35 USC 101, patent eligibility, Alice step 1, method of detection claims
for detecting a "relationship between the signature nucleotides and [Mycobacterium
tuberculosis] MTB."

The Federal Circuit, in Alice step 1, concluded that the method of detecting a relationship
between signature nucleotides and bacteria were directed to a patent ineligible mental step
(detecting) and a patent ineligible natural phenomena ("relationship between the signature
nucleotides and MTB").




Legal issue: 35 USC 101, patent eligibility, Alice step 2, significantly new function
sufficient to transform.

The Federal Circuit, in Alice step 2, concluded that the claimed method of detecting MTB
did not define any "significantly new function," sufficient to transform the claim into patent
eligible subject matter.

Natural Alternatives International, Inc. v. Iancu, 2017-1962 (Fed. Cir. 10/1/2018).

This is a decision on an appeal from PTAB case 95/002,001. The PTAB affirmed the
examiner's rejections for anticipation and obviousness. NAI appealed. The Federal Circuit
affirmed.

Legal issue: 35 USC 120, burden of proof of entitlement to benefit.

The Federal Circuit concluded that "claims in a patent or patent application are
not entitled to priority under § 120 at least until the patent owner proves entitlement to the PTO,
the Board, or a federal court."

Legal issue: 35 USC 120, effect of amending an intermediate application in a benefit
claim chain by removing its claim to benefit claim to prior applications.

The Federal Circuit held that amending an intermediate application by removing its claim
to benefit of an earlier application cut off entitlement to the earlier application in later filed
applications claiming benefit through intermediate application to the earlier application.

Legal issue: 35 USC 120, effect of disclaimer of benefit on patent term.

In dicta, the Federal Circuit concluded that disclaiming earlier benefit dates in order to
extend patent term, was permissible.

Y:\Library\LAW\FirmPublicationsAndPresentationsAndLectureMaterials\RickNeifeld\articles\B
rief Summary of Precedential Patent Case Decisions During October.wpd




<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /None
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Error
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /CMYK
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments true
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /CreateJDFFile false
  /Description <<

    /BGR <>
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000410064006f006200650020005000440046002065876863900275284e8e9ad88d2891cf76845370524d53705237300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef69069752865bc9ad854c18cea76845370524d5370523786557406300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /CZE <>
    /DAN <>
    /DEU <>
    /ESP <>
    /ETI <>
    /FRA <>
    /GRE <>

    /HRV (Za stvaranje Adobe PDF dokumenata najpogodnijih za visokokvalitetni ispis prije tiskanja koristite ove postavke.  Stvoreni PDF dokumenti mogu se otvoriti Acrobat i Adobe Reader 5.0 i kasnijim verzijama.)
    /HUN <>
    /ITA <>
    /JPN <FEFF9ad854c18cea306a30d730ea30d730ec30b951fa529b7528002000410064006f0062006500200050004400460020658766f8306e4f5c6210306b4f7f75283057307e305930023053306e8a2d5b9a30674f5c62103055308c305f0020005000440046002030d530a130a430eb306f3001004100630072006f0062006100740020304a30883073002000410064006f00620065002000520065006100640065007200200035002e003000204ee5964d3067958b304f30533068304c3067304d307e305930023053306e8a2d5b9a306b306f30d530a930f330c8306e57cb30818fbc307f304c5fc59808306730593002>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020ace0d488c9c80020c2dcd5d80020c778c1c4c5d00020ac00c7a50020c801d569d55c002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /LTH <>
    /LVI <>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken die zijn geoptimaliseerd voor prepress-afdrukken van hoge kwaliteit. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /POL <>
    /PTB <>
    /RUM <>
    /RUS <>
    /SKY <>
    /SLV <>
    /SUO <>
    /SVE <>
    /TUR <>
    /UKR <>
    /ENU (Use these settings to create Adobe PDF documents best suited for high-quality prepress printing.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /ConvertToCMYK
      /DestinationProfileName ()
      /DestinationProfileSelector /DocumentCMYK
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure false
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles false
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /DocumentCMYK
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /UseDocumentProfile
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


